REMARKS 

Applicants have amended claims 1 and 5, and have cancelled claims 2-4 and 6-12, during 
prosecution of this patent application. Applicants are not conceding in this patent application 
that the subject matter encompassed by said amended and cancelled claims are not patentable 
over the art cited by the Examiner, since the claim amendments and cancellations are only for 
facilitating expeditious prosecution of this patent application. Applicants respectfully reserve the 
right to pursue the subject matter encompassed by said amended and cancelled claims, and to 
pursue other claims, in one or more continuations and/or divisional patent applications. 

Applicants note that the amendment of claim 1 is not in response to any rejection of claim 
1 . Rather, the amendment of claim 1 includes minor text changes for improving the language of 
claim 1 and does not add any new limitation of claim 1 and does not necessitate a new search. 
Therefore, Applicants respectfully request entry of the amendment of claim 1 for purposes of 
appeal. Applicants assert that a non-entry of the amendment of claim 1 will not impact 
Applicants' decision whether to appeal if the Examiner should issue an Advisory Action in 
response to Applicants' communication herein, because the amendment of claim 1 does not 
impact Applicants' arguments in traversal of the prior art rejections. 

The Examiner rejected claim 1 under 35 U.S.C. § 103(a) as allegedly being unpatentable 
over US Patent Number 7,171,473 to Eftis et al (Eftis hereinafter) in view of US Patent 
Application Publication Number 2002/01 1 1942 to Campbell et al (Campbell hereinafter). 

The Examiner rejected claim 5 under 35 U.S.C. § 103(a) as allegedly being unpatentable 
over the combination of Eftis-Campbell as applied to claim 1 above, and further in view of US 
Patent Number 7,263,526 to Busey et al (Busey hereinafter). 
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Applicants respectfully traverse the§ 103 rejections with the following arguments. 
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35 U.S.C. § 103(a): Claim 1 

The Examiner rejected claim 1 under 35 U.S.C. § 103(a) as allegedly being unpatentable 
over US Patent Number 7,171,473 to Eftis et al (Eftis hereinafter) in view of US Patent 
Application Publication Number 2002/01 1 1942 to Campbell et al (Campbell hereinafter). 

Applicants respectfully contend that claim 1 is not unpatentable over Eftis in view of 
Campbell, because Eftis in view of Campbell does not teach or suggest each and every feature of 
claim 1 . 

As a first example of why claim 1 is not unpatentable over Eftis in view of Campbell, 
Eftis in view of Campbell does not teach or suggest the feature: "said first user downloading 
from said server browser executable code for initiating a chat session; said first user executing 
said browser executable code to display at a first browser window a chat invitation form 
including a header field, an instruction field, one or more fields for entering user identifiers, and 
a message field". 

The Examiner argues: "Eftis teaches first user downloading from said server browser 
executable code for initiating a chat session (Eftis, col. 8, lines 18-33 teaches downloading an 
applet tied to a web page/browser; col. 8, 1. 34-48; download application based on a C 
programming language); said first user executing said browser executable code to display at 
a first browser window a chat invitation form including a, header field, an instruction field, 
one or more fields for entering user identifiers, and a message field (Eftis, col. 8, line 54 — 
col. 9, line 30; teaches use of usernames, passwords, session ID, i.e. user identifiers, and 
messages sent a http requests)". 
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In response, Applicants respectfully contend that Eftis does not teach that the browser 
executable code downloaded from the server (i.e., browser executable code in the applet 38) is 
executed "to display at a first browser window a chat invitation form including a header field, an 
instruction field, one or more fields for entering user identifiers, and a message field" as required 
by the language of claim 1. Instead, Eftis discloses that the applet 38 executes receiving a 
session ID sent by the session manager 12 followed by initiating a HTTP request (see Eftis, col. 
9, lines 6-17). 

Therefore, Eftis in view of Campbell does not disclose the preceding feature of claim 1. 

As a second example of why claim 1 is not unpatentable over Eftis in view of Campbell, 
Eftis in view of Campbell does not teach or suggest the feature: "said first user entering to said 
chat invitation form one or more user identifiers including a user identifier for said second user". 

The Examiner argues that Eftis, col. 8, lines 54-62 discloses the preceding feature of 
claim 1. 

In response, Applicants asserts that Eftis, col. 8, lines 54-62 recites: "Initially, a user must 
register with the communications system. In particular, the user must pick a username and 
password that will be used to allow the user to log into the system and thus maintain his presence 
on line. Additionally, the user's username will be used to allow others to communication with the 
user. For example, as discussed below, the HTTP URL http://pxcall.com/username will allow 
anyone, whether or not they are registered to use the communications system, to communicate 
with the user." 
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Thus, the Examiner is arguing that Eftis, col. 8, lines 54-62 allegedly satisfies the claimed 
language of "said first user entering to said chat invitation form one or more user identifiers 
including a user identifier for said second user" by teaching that entry of the username and 
password by the user allows the user to log into the system. However, Eftis, col. 8, lines 54-62 
does not disclose that the user enters the username and password into the chat invitation form as 
required by the preceding feature of claim 1 . Since claim 1 also recites "said first user executing 
said browser executable code to display at a first browser window a chat invitation form" which 
can be performed only after the user has already logged into the system, it is clear that the chat 
invitation form is not available to the user for entry of information before the user has logged into 
the system. Thus, it is logically impossible for the user to enter the username and password into 
the chat invitation form to log into the system, since the chat invitation form is not available to 
the user until the after user executes the browser executable code to display the chat invitation 
form which cannot be performed until after the user has logged into the system. Thus, the 
Examiner's argument violates elementary logic and is accordingly not persuasive. 

Therefore, Eftis in view of Campbell does not disclose the preceding feature of claim 1 . 

As a third example of why claim 1 is not unpatentable over Eftis in view of Campbell, 
Eftis in view of Campbell does not teach or suggest the feature: "receiving at said server from 
said first user a request to enter chat mode with said second user; receiving asynchronously at 
said server from said second user an HTTP request to download content from said server or any 
other intranet or Intranet server". 
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The Examiner argues: "Eftis teaches ... receiving at said server from said first user a 
request to enter chat mode with a second user (Eftis, col. 17, lines 45-67); receiving 
asynchronously at said server from said second user an HTTP request to download content 
from said server or any other intranet or Intranet server (Eftis, col. 18, lines 6-19)". 

In response, Applicants respectfully contends that Eftis, col. 18, lines 6-19 recites that the 
chat server 30 on the manager server 12 receives a message. However, Eftis, col. 18, lines 6-19 
does not disclose that the message is received from the second user, as required by the preceding 
feature of claim 1. Moreover, Eftis, col. 18, lines 6-19 does not disclose that the received 
message is "an HTTP request to download content from said server or any other intranet or 
Intranet server" as required by the preceding feature of claim 1. 

Therefore, Eftis in view of Campbell does not disclose the preceding feature of claim 1. 

As a fourth example of why claim 1 is not unpatentable over Eftis in view of Campbell, 
Eftis in view of Campbell does not teach or suggest the feature: "said server responding to said 
HTTP request from said second user with an HTTP response including said content modified 
with a chat user interface to open a browser window including a header field, a messages field, 
and a response field". 

The Examiner argues: "Eftis teaches ... said server responding to said HTTP request 
from said second user with an HTTP response including said content modified with a chat 
user interface to open a browser window including a header field, a messages field, and a 
response field, which browser window downloads a chat applet instance for execution at 
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said second user (Eftis, col 8, line 54 - col. 9, line 30; teaches use of usernames, passwords, 
session ID, i.e. user identifiers, and messages sent a http requests)". 

In response, Applicants respectively contend that the Examiner's argument that Eftis, col. 
8, line 54 - col. 9, line 30 teaches use of usernames, passwords, session ID (i.e. user identifiers, 
and messages sent a http requests) is misdirected and not relevant to the preceding feature of 
claim 1. Specifically, Eftis, col. 8, line 54 - col. 9, line 30 does not disclose that the HTTP 
response by the server (to the HTTP request from said second user) comprises a modification of 
the content requested by the second user, wherein the modification of the content requested by 
the second user is "with a chat user interface to open a browser window including a header field, 
a messages field, and a response field". 

Therefore, Eftis in view of Campbell does not disclose the preceding feature of claim 1 . 

As a fifth example of why claim 1 is not unpatentable over Eftis in view of Campbell, 
Eftis in view of Campbell does not teach or suggest the feature: "executing said chat applet 
instance at said second user to instantiate a chat session between said first user and said second 
user". 

The Examiner argues: "The Examiner argues: "Eftis teaches ... executing said chat 
applet instance at said second user to instantiate a chat session between said first user and 
said second user (Eftis, col. 8, lines 18-33 teaches downloading an applet tied to a web 
page/browser". 

In response, Applicants respectively contend that the Examiner's argument is not 
persuasive, because Eftis, col. 8, lines 18-33 is totally silent as to instantiation of "a chat session 
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between said first user and said second user" via "executing said chat applet instance at said 
second user 

Therefore, Eftis in view of Campbell does not disclose the preceding feature of claim 1 . 

As a sixth example of why claim 1 is not unpatentable over Eftis in view of Campbell, 
Eftis in view of Campbell does not teach or suggest the feature: "establishing a persistent 
connection between said second browser and said server to establish a channel for message 
exchange between said first and second browsers" (emphasis added). 

The Examiner argues that Eftis, col. 10, lines 32-10 discloses the preceding feature of 
claim 1 . 

In response, Applicants respectively contend that Eftis, col. 10, lines 32-61 discloses only 
non-persistent connections between users and the chat server 30 in which connections are 
terminated by: the user intentionally logging off the network, a socket associated with the user is 
no longer open, or a keep-alive counter is decremented to zero (see Eftis, col. 10, lines 50-61). 
Eftis does not disclose establishing a persistent connection between users and the chat server 30. 

Therefore, Eftis in view of Campbell does not disclose the preceding feature of claim 1. 

As a seventh example of why claim 1 is not unpatentable over Eftis in view of Campbell, 
Eftis in view of Campbell does not teach or suggest the feature: "said second user not currently 
executing a chat applet instance and being unaware of said request from said first user to enter 
chat mode". 



S/N: 10/777,799 



11 



The Examiner argues that Campbell, Pars. 1 18 and 153 disclose the preceding feature of 
claim 1. 

In response, Applicants respectfully contend that Campbell, Pars. 118 and 153 are totally 
silent as to "said second user not currently executing a chat applet instance". 

In further response, Applicants respectfully contend that Campbell, Pars. 118 and 153 do 
not disclose "said second user not currently ... being unaware of said request from said first user 
to enter chat mode", but rather disclose that a use might be unaware of an invitation to join a 
webgroup. Applicants assert that a webgroup is not a chat group. 

In addition, Applicants assert that the Examiner's argument is not persuasive as to why it 
is allegedly obvious to modify Eftis by the feature of "said second user not currently executing a 
chat applet instance and being unaware of said request from said first user to enter chat mode". 

The Examiner argues: "At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to use Campbell's invitation system as part of Eftis' on-line 
communication system in a network. The suggestion/motivation would have been to allow secure 
interactive synchronized collaboration via a network using a web browser (Campbell, pg. 1, par. 
5-7)". 

In response, Applicants assert that the preceding argument by the Examiner is not 
persuasive, because the Examiner has not explained how incorporation into Eftis of "said second 
user not currently executing a chat applet instance and being unaware of said request from said 
first user to enter chat mode" would contribute to secure interactive synchronized collaboration 
via a network using a web browser. 
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In addition, the Examiner has not provided evidence allegedly demonstrating that Eftis' 
invention lacks a capability of securing interactive synchronized collaboration via a network 
using a web browser, so that it is not obvious that incorporation of the preceding feature of claim 
1 into Eftis would be of benefit to Eftis' invention. 

Therefore, Eftis in view of Campbell does not disclose the preceding feature of claim 1 . 

Based on the preceding arguments, Applicants respectfully maintain that claim 1 is not 
unpatentable over Eftis in view of Campbell, and that claim 1 is in condition for allowance. 
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35 U.S.C. § 103(a): Claim 5 

The Examiner rejected claim 5 under 35 U.S.C. § 103(a) as allegedly being unpatentable 
over the combination of Eftis-Campbell as applied to claim 1 above, and further in view of US 
Patent Number 7,263,526 to Busey et al (Busey hereinafter). 

Since claim 5 depends from claim 1, which Applicants have argued supra to not be 
unpatentable over Eftis in view of Campbell under 35 U.S.C. § 103(a), Applicants maintain that 
claim 5 is likewise not unpatentable over Eftis in view of Campbell and further in view of Busey 
under 35 U.S.C. § 103(a). 

In addition, Eftis in view of Campbell and further in view of Busey does not disclose the 
feature: "authenticating said first user to a message engine at said server to enable unicast 
messaging capabilities" (emphasis added). 

The Examiner argues that Busey , FIG. 6 and col. 6, lines 51-61 disclose the preceding 
feature of claim 5. 

In response, Applicants respectfully point out that Busey , col. 6, lines 51-61 relates to 
communication among multiple parties which is multicast, rather than unicast, communication. 
See Busey , col. 6, lines 58-59 ("all such users are able to interact with one another"). 

Therefore, Eftis in view of Campbell and further in view of Busey does not disclose the 
preceding feature of claim 5. 



In addition, Eftis in view of Campbell and further in view of Busey does not disclose the 
feature: "thereafter ... serving to said first user, in response to an asynchronous message from 
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said first user requesting server content, a user interface to a collaboration tool for conveying text 
and/or multimedia messages with respect to said first user and an administration server' 9 
(emphasis added). 

The Examiner argues that Busey 9 FIG. 6 and col. 6, lines 51-61 disclose the preceding 
feature of claim 5. 

In response, Applicants respectfully point out that Busey , col. 6, lines 51-61 does 
disclose asynchronous messaging. 

Therefore, Eftis in view of Campbell and further in view of Busey does not disclose the 
preceding feature of claim 5. 

In addition, Applicants assert that the Examiner's argument is not persuasive as to why it 
is allegedly obvious to modify Eftis and Campbell by the features of "authenticating said first 
user to a message engine at said server to enable unicast messaging capabilities; and thereafter ... 
serving to said first user, in response to an asynchronous message from said first user requesting 
server content, a user interface to a collaboration tool for conveying text and/or multimedia 
messages with respect to said first user and an administration server". 

The Examiner argues: "At the time of the invention, it would have been obvious to a 
person of ordinary skill in the art to use Busey's embedding of chat functions in a web page as 
part of Eftis-Campbell's on-line communication system in a network. The suggestion/motivation 
would have been to overcome the limitations and inflexibility of existing HTML chat programs 
(Busey, Col. 2, lines 17-24)." 
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In response, Applicants assert that the preceding argument by the Examiner is not 
persuasive, because the Examiner has not explained how incorporation into Eftis and Campbell 
of "authenticating said first user to a message engine at said server to enable unicast messaging 
capabilities; and thereafter ... serving to said first user, in response to an asynchronous message 
from said first user requesting server content, a user interface to a collaboration tool for 
conveying text and/or multimedia messages with respect to said first user and an administration 
server" would have overcome the limitations and inflexibility of existing HTML chat programs. 

In addition, the Examiner has not provided evidence allegedly demonstrating that the 
invention of Eftis and Campbell is characterized by limitations and inflexibility of existing 
HTML chat programs, so that it is not obvious that incorporation of the preceding feature of 
claim 5 into Eftis and Campbell would be of benefit to the invention of Eftis and Campbell. 

Based on the preceding arguments, Applicants respectfully maintain that claim 5 is not 
unpatentable over Eftis in view of Campbell and further in view of Busey , and that claim 5 is in 
condition for allowance. 
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CONCLUSION 



Based on the preceding arguments, Applicants respectfully believe that all pending claims 
and the entire application meet the acceptance criteria for allowance and therefore request 
favorable action. If the Examiner believes that anything further would be helpful to place the 
application in better condition for allowance, Applicants invites the Examiner to contact 
Applicants' representative at the telephone number listed below. The Director is hereby 
authorized to charge and/or credit Deposit Account 09-0457 (IBM). 



Customer No. 30449 
Schmeiser, Olsen & Watts 
22 Century Hill Drive - Suite 302 
Latham, New York 12110 
Telephone (518) 220-1850 
Facsimile (518) 220-1857 
E-mail: jfriedman@iplawusa.com 





Jack P. Friedman 
Registration No. 44,688 
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